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REMARKS 

■ Stattis of the Claims 

Ciaims 1--50 were peBditig in this applicatipn and stand f ejectjed. 

Claim 42 is amended herein. No new matter is in trodaced. 

Claims 18, 19, and 43 are cancelled herein without prejiidice or disclaimer. 

Double Patenting 

The Examiner has provisionaliy rejected claims 1-50 on the ground of obviousness-type 
double patenting over co-pending applications Ser. No. 10/532,361 and Set. No. 10/331,069. 
Inasmuch as these aie provisional rejections, Apiiiicants respectfuily reqiiest that it be held in 
abeyance pending tlie determination of patentable subject matter. Please note that Ser, No. 
10/532,362 has been abandotited by hot responding to the: O0jce Action amiled inly 17, 2009, 
.4ccordingly, the provisional double patenting rejection is moot with respect to that appHcation, 

§112 (indefiniteness) 

The Examiner has rejected claims 18 and 19 under 35 U.S.C, §11 2, second paragraph, as 
allegedly being indefinite. Applicants disagree with the rejection and submit that one skilled in 
the art v-ouid ha\e no difftcult\' ascertaining the metes and bounds of the watei linseable 

compoMtiou un the one h<)nd, <md sIk' I'v v ^'U compo^iilton on the olhc'', ongtnaiK 
ckunied iflo\\e\ei soleh to expcJ' ^ hlov^ ia*.e and without \vaiver oi disciamiei of 
Apphcanfb tight to pui.suc the identical bubiect in.5itct m one (m nwre continuing applications, 
chums 18 and 19 aie canceled heiem. thus rendeimg the rejection moot 

Hie Fxaminer has rejected claim 42 under 35 L'SC ijll2 secoiid paragraph ris 
allei-tdh h< unj nidetlnue foi Kiilnit: to bpcc.fx t'v amount ^aftKicnt iwSk the ct^lnj 
\^>p!icaj!t^ tKi\c:i»c tin- it'jection v^nd subnut ihat one skj led m tiie an \vuuid tuidei stand lu<^tid 
on a (cadmg ot the ni.start apphcirson that man> loams aio whnc m appeaianLC duo to the 
interaction of light witli the cellular simcture of the foam. For example, many shaving gels use 
dyes to impart a colored appearance to tlie gel. However, when the same gel begins to foam, the 
initial color is lost and the foam takes on a white appearance. Typically, a mascara is highly 
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pjgmeTited and mtended to provide a strong coloimg effect to the lashes and the use of a foaia 
may therefore appear incompatible wuh a mascara. Iloxvever, the rnvenuoii solves this problem 
b\ <;e!ectmL' lc;\cK oj ptuinent's such that the comp^*•^!rio i i pQ' - colori^d e\en aite! *he toaiti. 
has expanded Sec p \ i 'me 2^ p 15, line 10 loi additional k]av.u C^vm 42 is aniesiJed 
herein {o (.jU for "pignieiU \n an aniouni sufHcient to uupait a oolft uthci than wl^ae to the 
coiTiposjtion when tt is foaitted " I his amendment finds support thioughout the ^oecitkation as 
fi led, an in particular on page 14, lines 26-29, wherem it is disclosetl that the "composition of the 
present invention, optionally, incorporates one or more colorants in an amount sufficient to mask 
the color of the foam, which is usually white, so that when the composition of the present 
iiivejition is applied to the hair, it imparts a color thereto other than white." Applicant 
respectfully submits that one skilled in the art would have no difficulty understanding what 
amount of pigraeTri is required to mask the wfUte appearance of a given foam composition. 
Claim 43 a!so stands rejected under 35 U.S.C. §112, second pai'agraph, as allegedly lacking 
an tecedent basis, however, in view of the cancellation tliereofl tlie rejection is moot. 

§112 {written desorifJtion) 

The Exatniner rejects claims 1-50 under 35 U.S.C. §112, first paragraph, for allegedly 
failing to comply with the wTitten description requirement. The Examiner's contention appears 
to be that various functional limitations of the claims (e.g., "produce a foam on tire hair fibers 
and thereby produce an expanded contposition," "a volumixing effect is imparted," etc.) 
Applicants sttbniit tliat tlie fLxaniiner's position is inconsistent with the law and respectfully 
request reconsideration and withdrawal of the rejection. 

"There is a strong presumption that an adequate written description of the claimed 

invention is present when rhe application is filed" and "'[cjonsequently, rejectioa of an original 
daim for lack of written description should be rare." MPEP § 2163; In re Wertheiiii , 541 
F.2d 2.57, 263, 191 I.ISPQ 90, 97 (C:CPA 1976) ("we ate of the opinion that the PTO has the 
initial burden of presenting evidence or reasons why persons skilled in the art would not 
recognize in the disclosure a desertption of the invention defined by the claims"). The claims 
rejected by the Examiner are those onglnalty filed in this application and the Examiner clearly 
has not met this btirden. One needs to look no fitrther than the claims as filed for written 
description, although the remainder of the specification is also replete with additional essentially 
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verbatim, support Foi example, the appUcatfon discloses diat "[\^]hen the post-expanding 
composition of the present iiivemion is applied on hair fibers, such as eyelasiies, the volatile 
agent will release and tasc; iho ^usOvM-jt u^.nJ ■-o'w^ni ""o- risj -uifnctant to <;x«,e!l expand the 
composition When the U\m iotr>\nu .iuent .-ct^, it iKcs di ioa-: a pouion of the sueilcd expanded 
conjposition on the exekishcs fu u-i swelled expanded state ihcieb) inipajuim a \tfkuni/3iig 
effect to tlie eyelashes/' See p. 13, lines 15-20, It cannot rea.^onab!y be said that one skilled m 
the art \\ou!d question v\hcther the inventons were in possession of the invention recited in this 
passage and claimed in the origioally filed claims. 

Ihis Is not toi eviiiiple a ca»e where a compOsUion Js k-lamieil so.cK bs tun>.t!onal 
UmUatJon-- wuhoui a known siujcniie-functton toitelatton see Re ueat^ oi the Uni\eTsU> o( 
Cahtornta v. Eh Lilly. 119 F.3d 1559 {Fed, Cif. 1997), or where treatment based on a biological 
mechatiism or action is claimed without identifying a single suitable dnig, see Uni v. of Rochester 
V. G.D. Searie & Co.. 358 F.3d 916 (Fed. Cir. 2004), nor does the Exaitiiner contend tliat a 
critical element is omitted Irom the claims, see Gentg Galleon. \s..BeA^ ^ , 134 F,3d 1473, 

45 USPQ2d 1498 (Fed. Cir. 1998). 

Rather, the Ex<uniner'.s sole contention appears to be tltat Example 13 of the instant 
application is drafted prophetically, in that it states that "The mascara composition of Example 2 
throogh 1 2 when tested in the manner described above wUJI show a definite change irs surface 
area. That is, it will be observed that alter application of the post-application expanding 
coiTiposition to die eyelash, the composition will begin to swell/expand such tliat the radius of the 
composition encasing the lash appears to steadily increase . . (p. 22, lines 23-27), However, 
tlie prophetic natuie of Example 13 does not evidence a lack of possession for at least the reason 
that "examples are not necessary to support the adequacy of a written description." See 
Falknerv. Inalis . 448 F.3d 1357, 1366 (Fed. Cif. 2006). Indeed, it is not even necessary that an 
invention be reduced to practice to saii.sfy the written description reqiiirement. Id- At the 
minimtim, the prophetic disclosure cited by the E,xa.miner suppon.s, rather than negates, written 
de.scription because it demon.strates that the inventors broadly considered these function 
attiibutes to be part of the invention and did not intend to be litnitetl to specific compositions. 
Reconsideration and withdrawal of the written de,scription rejection is respectfully requested. 
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conclusion: 

Applicant respectfully submits that the instant appHcation is in condition for allowance. 
In the event tt^at a telephone coaference would fecilitate examination of this application in any 
way, tlie Examiner is invited to contact the undersigned at the number provided, 

Respectfuliy submitted. 



Dated: January 20. 2010 By: /Charles J. Zeller/ 

Charles J. Zelkr 
Registration No. 28,6S2 

Conespondence Address : 
Avon Productis, ]nc, 
Avon Place 

Suffem, New York 10901 

(845) 369-21 13 Telephone 
(845)369-2900 Fax 



12 



